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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant Koji SATO, et al. 

Application No. 08/750,641 

Filing Date ; 16 December 1996 

Title SCHEDULE SETTING AND PROCESSING SYSTEM 

Art Unit : Office of Petitions 
Examiner L. Walsh 



Mail Stop Petition 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

DECLARATION OF 
SHAWN W. O'DOWD 

1, the undersigned, Shawn W. O'Dowd, make this declaration in support of the Renewed 
Petition for Revival of an Application for Patent Abandoned Unintentionally Under 37 CFR § 
1 . 1 37(b) ("Renewed Petition") for the above identified application. 

1 . Since about June 12, 1989, 1 have served as an employee and a partner of Kenyon 
& Kenyon LLP ("Kenyon") in Kenyon's Washington, DC and San Jose offices. 

2. During my employment and tenure as a partner at Kenyon, I had numerous 
responsibilities, including prosecuting patent applications for Toyota Jidosha Kabushiki Kaisha 
("Toyota"), the assignee of U-S, Patent Application Serial No. 08/750,641 ('"641"). 

3. On or about July of 2007, 1 was docketed as a supervising partner for the '641 
application. 1 was docketed as a supervising partner because of the retirement of a prior 
supervising attorney/partner, John C. Altmiller. 

4. Prior to July of 2007, 1 had prosecuted and/or supervised the prosecution of 
numerous other Toyota prosecution matters. 

5. On August 8, 2008, 1 filed a petition under 37 CFR 1 . 1 37(b) (the "Original 
Petition"), indicating that any delay in paying the issue fee in '641 was unintentional. 
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6. The USPTO mailed a Dismissal relating to the Original Petition on September 10, 

2008. 

7. I had several questions regarding the Dismissal, and attempted to contact 
Examiner Walsh regarding the same; however, Examiner Walsh was away from her usual 
examining functions for much of September and October (e.g., for extended training). On 
October 24, 2008, 1 was able to discuss the petition with Examiner Walsh. 

8. My primary concern was the Examiner's many requirements relating to "all 
persons . . .having firsthand knowledge of the circumstances surrounding the protracted delay, " 
such as the requirement for statements and "[c]opies of any correspondence relating to the filing, 
or to not filing a further reply to the outstanding Office action." (See Dismissal at 2-3.) After 
the discussion with Examiner Walsh on October 24, 2008 involving the facts and witnesses 
available to us at this time, Examiner Walsh indicated that especially in light of the fact that only 
the payment of an issue fee was at issue in this case, it would not be necessary at this time to go 
to extraordinary measures to get statements from all persons having firsthand knowledge of the 
circumstances surrounding the delay. 

9. Nevertheless, I, as well as associates at Kenyon, have made extensive efforts in 
the preparation of the Renewed Petition. We have intensely examined the paper file wrapper of 
the * 641 application to determine the identity of the various persons at Kenyon who worked on 
the prosecution of '641 application and to compile the many efforts by these Kenyon attorneys 
and staff to further prosecution of the '641 application, This investigation included contacting 
several former Kenyon employees, including, inter alia, an attorney who was no longer engaged 
in the active practice of patent law, and an attorney who worked for a law firm in Tokyo, Japan. 
Through contacting these former Kenyon employees, Applicants are able to provide further 
detail regarding the events which ultimately resulted in the delay in this case. 

10. In October and November of 2008, 1 contacted Mark Neblett regarding '641 . He 
had no specific information or knowledge relating to 6 641, the abandonment thereof, and the 
discovery of the same. However, as he could give some insight as to the circumstances 
surrounding the filing of the File Reconstruction request of March 23, 2001, Mr. Neblett has 
submitted a declaration in support of the Renewed Petition. 
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11. In October of 2008, 1 contacted John Altmiller, a Kenyon partner listed on the 
"641 declaration, regarding '641. He had no specific information or knowledge relating to '641, 
the abandonment thereof, and the discovery of the same. However, as he was a supervising 
attorney for the case until his retirement in or about March of 2007, Mr. Altmiller has submitted 
a declaration in support of the Renewed Petition. 

12. In November of 2008, 1 contacted Sterlon Mason, a former prosecuting associate 
who resigned from Kenyon on or about July 21, 2000, regarding '641. He had no specific 
information or knowledge relating to '641, the abandonment thereof, and the discovery of the 
same. 

13. In November of 2008, 1 contacted Frank Pietrantonio, a partner who resigned 
from Kenyon on or about May 1, 2000, regarding '641 . He had no specific information or 
knowledge relating to '641 , the abandonment thereof, and the discovery of the same, While his 
name was listed on the '641 declaration, Frank Pietrantonio indicated to me that he was not 
substantively involved with any Toyota prosecutions. 

14. In November of 2008, 1 contacted Japanese counsel for Toyota regarding e 64h 
Japanese counsel for Toyota reviewed their file history for 6 641 and confirmed that Toyota has 
always been desirous of obtaining a patent related to * 641, and that no instructions had been 
received or given to cease prosecution of '641 . 

1 5. I have spoken with Daniel Shanley, a current Kenyon associate regarding 5 641 . 
Prior to July 10, 2008, he had no specific information or knowledge relating to '641 , the 
abandonment thereof, and the discovery of the same. Mr. Shanley has submitted a declaration in 
support of the Renewed Petition. 

16. I have spoken with Ingrid Hodge, a current Kenyon employee regarding '641 . 
Prior to July 10, 2008, she had no specific information or knowledge relating to *641 , the 
abandonment thereof, and the discovery of the same. Ms, Hodge has submitted a declaration in 
support of the Renewed Petition. 

17. I have spoken with Judith Russo, a current Kenyon employee regarding '641 . 
Prior to July 10, 2008, she had no specific information or knowledge relating to '641, the 
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abandonment thereof, and the discovery of the same. Ms. Russo has submitted a declaration in 
support of the Renewed Petition. 

1 8. Based on my review of a copy of USPTO's filewrapper for *641, the USPTO 
mailed an Advisory Action regarding '641 to Kenyon on February 29, 2000. The address on the 
cover page of the Advisory Action listed Kenyon's address as "1025 CONNECTICUT 
AVENUE NW." (Exh. 1 .) 

19. On February 29, 2000 s the offices of Kenyon were no longer located at "1 025 
CONNECTICUT AVENUE NW" in Washington, DC. Less than one year prior to February 29, 
2000, in March of 1 999, Kenyon had moved its offices to 1500 K Street, NW, also in 
Washington DC. 

20. As evidenced by an entry into Kenyon's computerized docketing system, the 
Advisory Action of February 29, 2000 was received by Kenyon. (Exh. 2.) 

21. In response to the Advisory Action, Applicants filed a Continued Prosecution 
Application (CPA) with the USPTO on March 15, 2000, along with a fee of $800. (Exh. 3.) The 
mailing of the CPA was entered into Kenyon's computerized docketing system. (Exh. 2.) 

22. The Transmittal Form for the CPA filed March 15, 2000 listed "1500 K Street, 
N.W" as the address of Kenyon. (Exh, 3,) 

23. Based on my review of a copy of Kenyon's filewrapper for "641, on March 29, 
2000, Applicants filed a Preliminary Amendment with the USPTO via facsimile. (Exh. 4.) The 
Preliminary Amendment faxed to the USPTO on March 29, 2000 listed "1500 K Street, N.W." 
as the address of Kenyon. (Exh. 4.) 

24. Based on my review of a copy of USPTO's filewrapper for *641 s on April 17, 
2000, the USPTO mailed a Notice of Allowability to Kenyon at "1025 CONNECTICUT 
AVENUE NW" in Washington, DC. The Notice of Allowability was Responsive to amendment 
filed 3/29/00," (Exh. 5,) 
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25. Prior to April 1 7, 2000, staff at Kenyon had been instructed to change the 
correspondence addresses of the many cases then prosecuted by Kenyon's Washington, DC 
office. However, by April 17 3 2000 3 all cases had not yet been processed, including £ 641. 

26. Based on my review of the docket report for 5 641 (Exh> 2), Kenyon did not 
receive the Notice of Allowability. 

27. Based on my review of a copy of USPTO's filewrapper for *641 ? a copy of the 
"ISSUE FEE TRANSMITTAL" form is contained within the USPTO filewrapper for '641. The 
copy is not signed. Furthermore, the copy is stamped "MATCH & RETURN" and "RECEIVED 
APR 17 2000 TC 3600 MAILROOM." (Exh. 6.) 

28. The Notice of Allowability indicates that an issue fee of $1210 was due on July 
17,2000, (Exh. 5.) 

29. Based on my review of the file wrapper and docket report for l 641 (Exh, 2), there 
is no evidence that Kenyoo paid or attempted to pay a $1210 issue fee for '641 . 

30. Based on my review of a copy of USPTO's filewrapper for '64 1 , on September 
13, 2000, the USPTO mailed aNotice of Abandonment to Kenyon at "1025 CONNECTICUT 
AVENUE NW" in Washington, DC. The Notice of Abandonment was stamped with a message 
"ABANDONMENT CONTACT PERSON IS : TOM HAWKINS 305-83 80." (Exh. 7.) 

31. To my knowledge, there is no evidence in Kenyon files, nor in the '641 USPTO 
file wrapper that Tom Hawkins, or anyone else at the USPTO, attempted to contact Kenyon via 
telephone prior to mailing the Notice of Abandonment. 

32. Based on my review of the docket report for '641 (Exh. 2), Kenyon did not 
receive the Notice of Abandonment. 

33. Based on my review of a copy of Kenyon's filewrapper for '641, on October 2, 
2000, John C. Altmiller (Reg. No. 25,951) of Kenyon signed a Change of Correspondence 
Address changing the correspondence address of '641 to that of customer number 23838. (Exh. 
8.) 
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34. Based on my review of a copy of USPTO's filewrapper for '641, the Change of 
Correspondence Address was stamped as received by OIPE on October 3 , 20 00 5 as received by 
Technology Center 2800 on October 4, 2000, and as received by Technology Center 2700 on 
October 6, 2000, There is no other evidence in the '641 USPTO filewrapper that the Change of 
Correspondence Address signed October 2 S 2000 was considered by the USPTO. (Exh. 9.) 

35. Based on my review of a copy of Kenyon's filewrapper for '641, on October 30, 
2000, Robert Hails (Reg. No. 39,702) of Kenyon transmitted by facsimile a second Change of 
Correspondence Address to Examiner Olga Hernandez. The second Change of Correspondence 
Address form indicated that future communications should be sent to John C. Altmiller of 
Kenyon at 1500 K Street, N.W, in Washington, DC. (Exh. 10,) 

36. Based on my review of a copy of the USPTO's filewrapper for '641, the second 
Change of Correspondence Address was stamped as received by Group 36O0 on October 30, 

2000. This paper is marked as paper #19, initialed by DRS, and dated June 12 of an unknown 
year (the retrieved copy reads ts 6-12*0" - the final number appears to have been cut-off upon 
copying). (Exh. 11.) 

37. Based on my review of a copy of Kenyon's filewrapper for c 641 , an Associate 
Power of Attorney appointing "John C. Altmiller (Reg. No. 25,95 1) and other registered 
practitioners of Kenyon included in [Customer Number 23858]" was stamped as received by the 
USPTO on December 1 1, 2000. The paper, which had Kenyon's New York office address at the 
bottom of the page, is dated November 6, 2000, and is signed by Edward W, Greason (Reg. No. 
18,918). (Exh. 12.) 

38. Based on my review of the c 641 USPTO filewrapper, there is no evidence that the 
Associate Power of Attorney was considered by the USPTO. 

39. Based on my review of a copy of Kenyon's filewrapper for 6 641 , on January 12, 

2001, Cathy Ryan at Kenyon learned from a "[conversation w/ group receptionist" that the 
USPTO file for '641 was reported lost on November 27, 2000, the last known destination for the 
file being "the file repository." Cathy Ryan also left a message with Examiner O. Hernandez at 
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10:45 AM. The Examiner called back at 2:45 "to verify that file is in Depository." A note 
written next to the record of the 10:45 message indicates "Power to Inspect," (Exh. 13 .) 

40. Based on my review of a copy of Kenyon's filewrapper for '641, a "POWER TO 
INSPECT AND MAKE COPIES" was signed by John C. Altmiller on February 7, 200 L A hand 
written note on the top of the document indicates "LOST 1/16/01 .*' A sticky note signed by 
"Cathy" attached to the document indicates "Denise/Jay to go over 2/8/01 ," (Exh, 14.) 

41. Based on my review of a copy of Kenyon's filewrapper for '641, a File 
Reconstruction request was stamped as received by "Licensing & Review" on March 23, 2001 . 
The paper indicates: 

We have been informed by the Office that the U.S. Patent and Trademark 
Office's file for [08/750,641] has been lost. Please find attached a copy of the 
relevant documents forming the file history for this application from the 
applicant's files for use in reconstructing the Office's file. 

Please reconstruct the file. Thank you for your attention to this matter. 
Please contact [Mark H. Neblett (Reg. No. 42,028)], for any questions. 

The paper was signed by Mark H. Neblett. The postcard is dated March 22, 2001 . (Exh, 1 5.) 

42. Based on my review of a copy of USPTO's filewrapper for '641 , there is no 
evidence that the File Reconstruction request was considered by the USPTO. 

43. Based on my review of Kenyon's docketing records, on July 15, 2002, an entry 
was made into the electronic docketing system at Kenyon indicating "PTO lost file-awaiting 
OA." (Exk 2.) 

44. According to the Human Resources department of Kenyon, on July 3 1 , 2003, 
Mark H. Neblett resigned from employment at Kenyon. 

45 . Based on my review of a copy of Kenyon ' s filewrapper for 1 64 1 , a paper entitled 
''STATUS INQUIRY" signed by John C. Altmiller was filed with the USPTO. The paper, which 
is dated September 8, 2003, Respectfully requests] that the Examiner inform Applicants of the 
status of the application." The paper ftirther indicates that "The U.S. Patent and Trademark 
Office notified Applicants that the subject file had been lost and, accordingly, Applicants filed a 
copy of the relevant documents forming the file history in a File Reconstruction on March 23, 
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2001 The p^per also authorized the Commissioner to "charge any fee relevant to this filing to 
Kenyon & Kenyon Deposit Account No. 1 1 -0600." The paper has Kenyon's 1500 K Street, 
N.W. address at the bottom of the page. (Exh. 16.) 



46. 



A stamped postcard confirming the receipt of the Status Inquiry of September 8, 



2003 is also present in Kenyon's filewrapper for fi 641 . (Exh. 17.) 



47. 



Based on my review of a copy of USPTO's filewrapper for '641, there is no 



evidence the Status Inquiry of September 8 ? 2003 was considered by the USPTO. 

48. Based on my review of a copy of Kenyon's filewrapper for '641, according to a 
postcard^ an Information Disclosure Statement and accompanying papers was stamped as 
received by the USPTO (OIPE) on November 18, 2003. (Exh. 18.) 



49. Based on my review of a copy of the USPTO's filewrapper for * 641 , an 
Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 43,572) and 
dated November 1 8, 2003 was filed by Kenyon. The IDS lists Kenyon's 1 500 K Street, N.W, 



address. The IDS is stamped as being received by Group 3600 on November 24, 2003. 
According to tiie IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #20. The IDS indicates that the designation of "#20" was given on February 
13, 2004 ("2/13/4"). (Exh. 19.) 

50. IBased on my review of a copy of Kenyon's filewrapper for '641 , according to a 
postcard, an Information Disclosure Statement and accompanying papers was stamped as 
received by thej USPTO (OIPE) on September 9, 2004. (Exh. 20.) 

5 1 . Based on my review of a copy of the USPTO's filewrapper for '641, an 
Information Disclosure Statement (IDS) signed by William E. Curry (Reg. No. 43,572) and 
dated September 9, 2004 was filed by Kenyon. The IDS lists Kenyon's 1500 K Street, N.W. 
address. The IDS is stamped as being received by Group 3600 on September 15, 2004. 
According to tlie IDS, as well as the cover of the '641 USPTO filewrapper, the IDS was 
designated as Paper #21 . (Exh. 21 .) 
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52. Based on my review of a copy of Kenyon's filewrapper for '64 1 , a paper entitled 
"REQUEST FOR STATUS" signed by William E. Curry (Reg. No. 43,572) is present in 
Kenyon's paper files. The paper, which is dated September 15, 2004, indicated: 

A request for continued prosecution with an Information Disclosure 
Statement was filed in this case on 15 March 2000. A preliminary amendment 
was faxed to the Examiner on 29 March 2000. A change of correspondence 
address was filed on 30 October 2000. Thereafter, a copy of the entire file was 
submitted for re-construction of the lost file on 23 March 2001. A status inquiry 
was filed on 8 September 2003. Information Disclosure Statements were filed on 
1 8 November 2003 and 9 September 2004, respectively. 

It is respectfully requested that the undersigned [William E. Curry] be 
informed when an Office Action or other communication from the Patent Office 
may be expected in this case. 

The paper has Kenyon's 1500 K Street, N.W. address at the bottom of the page. A stamped 
postcard confirms that the USPTO received the paper on September 15, 2004. (Exh. 22.) 

53 . Based on my review of a copy of USPTO ' s filewrapper for '641, there is. no 
evidence that the Request for Status of September 15, 2004 was considered by the USPTO, 

54. According to Kenyon's Human Resources department, in January 2007, William 
E. Curry's employment ended at Kenyon. 

55. According to Kenyon's human resources department, on July 3 1 , 2007, John C. 
Altmiller resigned from employment at Kenyon. 

56. Contemporaneous with John C. Altmiller' s resignation, I was docketed as the 
attorney responsible for c 64 1 . 

57. Based on my review of a copy of USPTO's filewrapper for '641, on June 27, 
2008, Japanese patent counsel for Applicants' faxed a letter to Kenyon inquiring as to the status 
of '641. The communication was addressed to William E, Curry. 

58. Based on my review of a copy of USPTO's filewrapper for 6 641, on July 10, 
2008, Japanese patent counsel for Applicants' faxed a reminder communication to Kenyon. 
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59. I did not know or even suspect that the '641 patent was abandoned until on or 
after July 10, 2008. To my recollection, Daniel Shanley, informed me of the abandoned status of 
' 64 1 , after made an investigation into the status of* 64 1 . 

60. On or about July 23, 2008, 1 took primary responsibility for filing a petition to 
revive with the USPTO. 

61. Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Allowance for '641 was not 
received by Kenyon, but rather, was returned to the USPTO as undeliverable. 

62. Based on the above information, as well as my recollection regarding the 
prosecution of Toyota cases, it is my conclusion that the Notice of Abandonment for '641 was 

similarly not received by Kenyon. I 

63. I do not recall of a case during my employment at Kenyon where I requested the 
Office to reconstruct an application file after that application had been abandoned. 

I 

64. Prior to July 1 0, 2008, 1 do not recall the Office or anyone at Kenyon advising me 
that f 641 had been abandoned. 

65. I do not recall the client or anyone at Kenyon ever requesting me to allow *641 to 
become abandoned, 

66. To my knowledge and belief, the entire delay in filing the required reply for '641 
from the due date for the reply until the filing of a grantable petition pursuant to 37 CFR 

1 . 1 37(b) was unintentional. 

I declare that all of the above statements made based on my own knowledge are true and 
that all of the above statements that were made on information and belief are believed to be true, 
and further declare that these statements are made with the knowledge that knowing, willful and 
materially false statements, as are defined under Section 1001 of Title 18 of the United States 
Code, are punishable by fine, imprisonment, or both under Section 1 00 1 , and that such 
statements may affect the validity of any patent issuing from '$41 if the application is revived. 
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Dated: 



\n-/(o/oz 



Shawn W. O'Dowd 
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PATENT 
Docket No. 77792/23 

EN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventors Koji SATO cl ail. 

Serial No. 08/750,641 

Filed December 16, 1996 

For SCHEDULE SETTING AND PROCESSING 

SYSTEM 

Group Art Unit 23 L6 

Examiner O, Hernandez 



ASSISTANT COMMISSIONER FOR PATENTS 
Washington, D.C. 20231 

PRELIMINA RY AMENDMENT 

SIR: 

By Office Action dated November 23, 1999, pending claims 1-6 were finally 
rejected and claims 7-10 were objected to. 

Applicants filed a Response to Final Office Action Pursuant to 37 C.F.R. §1.116 on 
February 23, 2000, submitting remarks to traverse the rejections. However, by Advisory 
Action dated February 29, 2000, the rejections were maintained. 

Applicants therefore filed a Request for a Continued Prosecution Application (CPA) 
pursuant u> 37 C.F.R. §L 53(d) on March 15. 2000, 

Please enter the following amendments prior to examination of the above-identified 
application. 

IN THE CLAIMS: 

Please amend claim I as follows. All of the claims have been presented for the 

Examiner's convenience. 

1 , (Three Times Amended) A schedule-set-up management system comprising: 
inputting means for entering at least destination information and desired arrival time 

information; 
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frame-preparing means for preparing a basic frame of a schedule including types of 
intennediaie and final locations, and a transfer order, indicating a chronological sequence 
of events i n said basic frame based on said destination information and desired arrival time 
information; and, 

schedule-preparing means for accessing a data base 10 retrieve specific facilities 
fitting said basic frame, thereby preparing a schedule in which intermediate and final 
locations are specified, 

2. (Unchanged) Hie schedule-set-up management system is accordance with 
Claim I, wherein said frame-preparing means selects one basic frame of a schedule which 
fits said destination information and desired arrival time information from a plurality of 
basic frames pre-stored in a memory device. 

3- (Unchanged) The schedule- set-up management system in accordance with 
Claim l, wherein said inputting means and frame-preparing means are disposed in a 
terminal device, said schedule-preparing means disposed in a bost device, said terminal 
device and host device are connected via a communication line, said terminal device 
transmits said basic frame- prepared by said frame preparing means to said host device, 
said host device transmits said schedule prepared by said schedule-preparing means to said 
terminal device, 

4. (Unchanged) The schedule-set-up management system in accordance with 
Claim 3, wherein Raid terminal device has a display means for displaying: a touch swioch 
used for catering said destination information and desired arrival time information; said 
prepared basic frame; and said transmitted schedule. 

5. (Unchanged) The schedule-set-up management system in accordance with 
Claim 1, further comprising: 

route- searching means for searching an optimum route for carrying out said 
schedule using map data. 
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6. (Unchanged) The schedule-seMip management system in accordance with 
claim 3, wherein raid terminal device disconnects the ccmnumication line connecting with 
said host device after transmitting said basic frame, and reconnects the communication line 
connecting with said host device after completing the preparation of said schedule in order 
to receive said schedule. 

7. (Unchanged) The schedule-set-up management system in accordance with 
Claim 1, further comprising: 

a waich center for watching the implementation of said schedule, wherein said 
schedule-preparitig means re -prepares a schedule based on information from said watching 
center. 

8. (Unchanged) The schedule-set-up management system in accordance with 
Claim 7, wherein said watching center has mfoimaiion-ooiaixirng means for otrtaioing 
position information of a schedule unplcmonier, information of the intermediate locations in 
said schedule and traffic information between the intermediate locations, the obtained 
information being supplied to said schedule-preparing mean. 

9. (Unchanged) The schedule-set-up management system in accordance with 
Claim 8, wherein said iriformation-obtahiing means of said watching center further obtains 
weather information* and supplies the obtained weather htfonnation to said schedule- 
preparing means. 

10. (Unchanged) The schedule- set-up management system in accordance with 
Claim 7, wherein said schedule-preparing means evaluates the influence of the information 
supplied from said watching center of the implementation of said schedule, and again 
prepares a schedule based on evaluation results. 

REMARKS 

The final Office Action mailed November 23, 1999 and die Advisory Action mailed 
February 29, 2000 have been carefully reviewed and the foregoing amendments and 
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following remarks arc made thereto. Claims MO art presently pending in this application 
for consideration. 

As a preliminary matter. Applicants thank Examiner Hernandez for her courtesies 
extended to Applicants' representative during the March 23, 2000 telephonic interview. 
The substance of the interview js embodied in the following remarks. 

The final Office Action rejects claims 1-4 under 35 U.S.C. §103(a) as being 
unpatentable over U,S, Patent No, 5,237,499 to Garback in view of travel planning system 
(travel ersnet* cam) [hereinafter Travelers"] and U.S. Patent No. 4,862.357 to Ahlstrom et 
al. [hereinafter ,f Ahlstrom"] and claim 5 under the same as being unpatentable over die 
combination of Garback and Travelers in further view of U.S. Patent No. 5,757,289 to 
Nlmora et al. [hereinafter "Nimiira"). In addition, the Advisory Action indicates that 
Applicants* arguments were not directed to the claimed subject manex. 

Applicants respectfully submit that the amended claims are paten tably 
distinguishable over the cited references as required by §103. Applicants further submit 
that the cited references fail to disclose "a frame -preparing means for preparing a basic frame 
of a schedule including typos of intermediate and final locations, and a transfer order 
indicated a chronolo ^aLsequence of events in said basic fran>c r based on said destination 
information and desired arrival rimo information" zs recited in independent claim I . Thus, 
these claims arc allowable over the cited references. 

A 1f transfer order" refers to a chronological sequence of events in a basic frame. 
One example of such a sequence is described in the specification, on page 11, lines 8-15, In 
which the transfer order of e veins is as follows: departure ~* walk ranch amusement 
park -* night view -* return back. Another example is also shown on page 12. Hie basic 
frame of the present invention consists of a type of location and the transfer order, and a 
more specific schedule is prepared based on this basic frame. The Idea of the present 
invention in which the basic frame comprising die type and order is Initially determined is 
not disclosed in the cited references. 

Conclusion 

Examination of this application in light of the foregoing amendment is respectfully 
requested. The Examiner is invited to contact the undersigned at (202) 220-4240 to discuss 
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any matter concerning this application. 

The Office is hereby auEhorized to charge any additional fees or credit any 
overpayments under 37 CF.R. §1.16 or 1,17 10 Deposit Accouxk No. 11-0600. 

Respectfully submitted, 
KENYON & KENYON 



Daied: March 29, 2000 




iterlon Mason 
Reg, No. 41,179 




KENYON & KENYON 
1500 K Street, N-W, 
WaaWngioo, DC 20005 
td : 202/220-4200 
Ita: 202/22M2Q1 
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Qp Customer Numbar 



Typo CiHtomiJirM/moer /m 



OA 




This form cannot be used to change the date associated wftri a Customer Number. To 
change th* data nasodaled with an exiting Customer Number use "Request far Customer 
Number Date Changer (PTO/SB/1Z4). 



I amlha: 

□ 
□ 



Appfa&nL 

Assignee of record of the entire Interest* 
Certificate under ZT CFR 3.73(b) Is anclosed. 



Hrl' Attomoyoragenlotrocord. ' 
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© 079/104 



EXHIBIT 9 TO O'DOWD DECLARATION 




CHANGE OF 
CORRESPOND&CE ADDRESS 

Appttemtion 



toe 

ftrtMnrtCgn*flmlm»fty Pumtik 
Wwfitncton, a& 2Q29T 



Ptomto crans* Uw COffMpondmo* Atom* tor tht atUw-JdwrffiM w^arton 

to; 



13 CuBfiocw Number I srae __ I 



our 



|nm» or 




1 



Ml 



3 



m fwm cwnol fc» cnad tp cfaingo thf data rooefetod MIA a Custom* Nuttttr 



torn 0w 



□ AsstorimofnKCfdloiUMarihelqtTOBL 
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EXHIBIT 10 TO O'DOWD DECLARATION 



12! 080/104 



PATENT 

Docket No. rrm/u 



KLXHE UWrTFrP STATES m^M^lIIRa^ 

APPLICANTS Koji SATO, ex al. 



SERIAL NO. 



FILED 



FOR 



GROUP ART UNIT 



EXAMINER 



08/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 



2316 



O. Hernandez 



Assistant Commissioner for PaicnTs 
Washington D,C. 20231 



fTHANCT OF CORRESPONDENCE ADDRESS 



SIR: 



Notice is hereby given thai tne correspondence address in the above-identified 
application has changed. Please address all future communications regarding this application to; 

JohnC, Aitmillnr 
KENYON & KENYON 
1500KStre*i,N.W. 
Washington, D,C. 20006 

This addre&s change Ls effective immediately. Thank you. 

Respectfully submitted. 



KENYON & KENYON 



Paled: October 30. 2000 



KENYON & KENYON 
1500 K Street N. Suite 700 

Washxne^m. DC 20005 
(202)220-4200 
(202) 220-420 1 (fax) 




AJtoiiller (Reg. No. 25* 
Robert L. Hails, Jr. (Reg. No. 39,702) 



DC01 332701 v % 
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[g] 081/104 



EXHIBIT 11 TO O'DOWD DECLARATION 



KJfNYON&KENVON 

lEOflMOHZOD 



FACSIMILE COVER SHEET 



FROM; 

SUBJECT: 

rNCUttJtWJ COVER: 



Eiwmlnor Olflft H«mand»x ffOC 

703 305^597 * QCT 3 0 2QQ0 

October 30, 2000 

Robtrt L. Hull*, Jr. (202 22Q-A23B) 

P»t«nt Appifc*tton CW7SO,6*1 

77793/23 Ofr/C&j 

2 



Plomo ciH (202)220-439? if any pagei were nor received at nra-Ubgible. 



MESSAGE: 

Ptaio wttr dw «Ddoiecl cnmmunlcu tEwi in tpplfcdilon &N. 08/750,64 1 < 

frrfjlirdx, 

Bob HnOa • 



iNt rtd,ifcm iwn«d Hjuunwito ttnruW rttlpW or *w prrtfn rcapwAlbJe [D dr^w H to *w lusted 
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■WTHF<nwn 

APPLICANTS 
SERIAL NO. 
FILED 

FOR ; 
GROUP ART UNIT j 
UXAMINER 



DOClirffgtTTTJWJ 
3LSXATES PATENT ANn Tft AflEMi i? if n mrK 

JCoji SAtO, * «I. a 
T7c«ffmbtr Ifi, 1 99$ 

SCHEDULE SETTING AND PROCESSING SYSTEM 

23 16' 

FAX RECEIVED 



AsrtsUint Contminiiamr for PmcaT§ 
Washington IXC 2023] 



Official 



5)Ci' 5 0 2DB0 
0«OUP 3600 



CHANGE or r amwwi ^ ad W f gg 



Sift: 



"Noiie* i« hez*hy giv*n ThnC 4hc fuuTOpondcncc sddrea in the abOfcC'idflmiflGd 
Application hu changed. Plca« address all fcturr canDuolutfou tegonifne its* tppifcnion to: 

KEWON & XENYON 

J 111 J address cfwrpt i* effijafvc InuMdiflteJy. "flunk yni/. 

Rt*pactrul)y AUbmirtcd, 

KEtf YON A KEN YON 



KENYtlN & KENYON 
1 $00 PC Street, N.W lt SttUc 700 
Washington, DC 20005 
(202) 22CM200 
C203) 220-42W (ft*) 




' John C. ABmiller (Rug. No. 25$3\\ 
Robcrl L. t kit* Xr, (Reg.. No, 3 9,702) 
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@l 083/104 



EXHIBIT 12 TO O'DOWD DECLARATION 




PATENT 
Docket No.; 77792/23 



APPLICANT 
SERIAL NO- 
FILING DATE 
FOR 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



OB/750641 



December 16, 1996 



SCHEDULE SETTING AND PROCESSING SYSTEM 



Commfsstoner of Patents end Trademarks 
Washington D.C. 20231 



ASSOCIATE POWER OF ATTORNEY 



Sir 



Please recogrte John C. AllmlUer. (Reg. NO. 25.351) end other regl*U»ed precllticneni 
of Kenyon & Kenyon Included In the Customer Number provided below, with full power to 
procaine seid application, to make derations snd amendments therein, and to transact ell 
busjne35 in the Patent and Tradema rk Office connecied the rewith. 



CUSTOMER NUMBER: 236M 



Pate 



KENYON & KENYON 

On* 0ro**fwBy 
N«*YOrk.NY"IC0M 

(212)425-7200 (tatephflrw) 



QC01 333834 * 1 



Respectfully submitted, 




Edward W. Greasra 

Reg. No. 18,918 
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gj 084/104 



EXHIBIT 13 TO O'DOWD DECLARATION 



CATHY RYAN 

KtiVYOM & KfiMVON 

rwo* +pt ^ r*«i"i ot*4 itch 

] 4 U*4t .lli.llfll^t h»|» 



, + u *- :s\±j- -Vo : f J 
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CATHY HYAN 




I 



I 



I 



I 



I 
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EXHIBIT 14 TO O'DOWD DECLARATION 



Docket No* 77791/23 



laum vmm STATES PATENT A N D TRADE MARK omen 

Iimotms KojiSATOcaii 

Serin] No. €8/750, Wl 

Fifed December 16, 

^ SCHEDULE SCTTTNO AND PROCESSING SYSTEM 

Examiner o. £ferQftfld& 

Assisnm Cofnmfasjaner of Plteitts 
Wtahrngtoti 2023) 

POWER TO l» SPBTT A TO COMES 

SCR; 

sbovo-GlfttJOttdd units. 

kekyon* kexyon 



Pre a/ 7/ ^/ *™ 





AJtmifln; Rcgtoiiiofc No, 25.95 I 
'OX & KEN YON 
K SOW, N.W> SuH© 700 
Washington, DXL 20005 
Tdqtarc (202)230-4200 
Fwfanflc: (202>22&430f 



35 



PACE 86/104 * RCVD AT 12/10/2008 10:03:53 PM [Eastern Standard Time] ' SVR:USPTO-EFXRF-6/31 * DNIS:2738300 * CSiD:2022024201 * DURATION (mm-ss|:1748 



12/10/2008 22:17 FAX 2022024201 



KENY0N*KENY0N 



@ 087/104 



PATENT 
Docket No. 77792/23 



Invent 
Serial 1 
Filed 
For 

Examim 
Washing 





SIR; 

De 

abovt-capi 



EMARK nimfft 



'.SSING SYSTEM 



EES 



rtand copy the file fcr the 




AHmiller, Keg»tratioh No. 25,95 J 
& KEN YON 
WOK Stre^KW. Suite 700 
Washington, D.C. 20005 
Telephone: (202)220-4200 
Facsimile; (202) 220-4201 
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RECEIVED 

CENTRAL FAX CSNTSR ® 088/104 

DEC 1 0 2008 



EXHIBIT IS TO O'DOWD DECLARATION 



PATENT 
Docket No.: 77792/23 



fff T hf tnitkit sjf ™ PATENT AND TRADEMARK QWIGK 



APPLICANT 
SERJAL NO- 
FILING DATE 
*OR 

GROUP A RT UNIT 
JEXAMINER 



Koji SATO, ct al, 
08/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
2316 

O. HERNANDEZ 



Aasfeunt Commissioner for Patents 
Washington* D.C- 20231 



SIR: 



We have been informed by die Office that the U.S. Patent and Trademark Office s 
file for the above-referenced case has been lust Please find attached b copy of thtf relevant 
documents forming the file history for thio application from the eppbeant b files for use in 
reconstructing the Office's file. 

Please reconstruct die file. Thank you for your attention to ibis matter. Pleaee 
contact the undersigned Bt 202-220-4232, for any questions. 

Rcspccrrlilly submitted, 




Mark H. Noblett 
Reg. No. 42,028 



DCOl 361126 v 1 
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1088/104 



The stamp of tins Patent Office hercot jybe taken, as acknowledging the 
receipt, on die date stamped, of ' 



APPLICANTS: 
SERIAL NO.: 
FILED: 
FOR: 

GROUP ART UNTT: 



Kojji SATO, et al. 
08/750,641 
December, 16, 1996 

SCHEDULE SETTING AND PROCESSING 

SYSTEM 

2316 



PAPERS FUMED : 



1. 



File Reconstruction 



MHN/ccc 



77792/23 



■ i 

■ > 



3/22/0 
t 
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tECSlVED 

CENTRAL FAX CEMTSR 

DEC 1 0 2008 



@I 090/104 



EXHIBIT 16 TO O'DOWD DECLARATION 



FATENT 
DOCKET NO,: 777920J 



UStTRti STATES PATftNT AND T^MCff A,ttg OFnqr 



APPIJCANT(S): 
SERIAL NO.: 
FILED; 
FOR: 

ART UNIT. 



Kttf SATO eta). 

SCHEDULE SETTING AND PROCESSING SYSTEM 
2*1$ EXAMINER: O. rjfonfndcz 



COMMSSIONER K)R PATENTS 

I» 0- Bp* M$0 

Akxo»driit VA 223 !,V1450 



SIR: 



STATTISJNOUIRY 



Applkmti tor die abovt^riiaJ LVS. tjqtMcarion fespcafijJly icqoca itai fho Examiner 
inform Appltattrt* of die ititu* ef Iho pftiltentioa. Appfcttu filed ifro oppfcafcroD m bocccrJw 
\\ (9% and tttetflvaJ *n offish! Piling Receipt gd Mjarcfc Id, J 997. 

Tbo U.S. Faicm AX»d TndemsEfc Office notified Appltcaal? Hut the subject file had been 
lo*t and, accordingly. Applicntfi f)\cd a copy oltfcc rrigvral tfoguroms w flte htaoiy 

hi a Flic RoconsuvcLiBn an Mart* 23. 2001 . 

The Cnnunlnioner b nthoHzod co charge any fee rdcvmnt to cfads fiticiff to 
KcayOn & Kor>w Deport Acc&ObI No. 1 1-06001 A duplies qTMw m*cht>6. 



Date: September 



KFNTVCN&KENYON 
1 500 K Swt. N-W,. Suite 700 
Wwlwifltan. DC 2000* 
Td: (2W> 429 1776 
Fax: (202) 429-0796 




No. 21*951) 
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@091/104 



EXHIBIT 17 TO O'DOWD DECLARATION 



Tte.titunp <rfdw V*m OrtW torn* my hr itfecn n* jt*> ractcpt, pa tlx <tev 



RXAMtNSA; 
FAPXKM WLKP: 



23(6 
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RECEIVED © 092/104 

CBfmAL FAX CENTS? 



DEC 1 0 2008 



EXHIBIT 18 TO O'DOWD DECLARATION 



The staxnp of the Patent Office Tierwn may tie taken as acknowledging the receipt, cm the date 
slampod, o£ 



[NVENTOR(S): 

SBRIALNO-: 

PILED: 

TITLE; 
GROUP ART; 
GXAMTNER: 

f AVERS FILED : 



Ftoji SATO ct m. 
Ofi/750,641 
December 16, 1996 

SCHEDULE SETTING AND PROCESSING SYSTEM 
2316 

O. Hernandez 



iEfonnfttKon Disclosure Statement (2 pp.) 
1449A/PTO - Info. Disclosure Statement by Applicant 
Foreign Patent Document - CN 1090664A 




WEOri 



77792/23 



November 18, 2003 
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RECEIVED 

CENTRAL RAX CENTiR 

DEC 1 0 2008 
EXHIBIT 19 TO O'DOWD DECLARATION 



ft* 




PATENTp^ / 
Attonwy Dottei No, 77792/23 



IN 



THE UNITED STATES FATB*T AND TRADEMARK OFFICE 



In re mo Aptf Ration of: 
APPLICANT^) : Ko0SATO,Btal. 



SERIAL NO. 

FILED 

FOR 

EXAMINER 
ART'UNIT 



08/750,641 
Decamberl, 1985 

Schedule Setting and Procoonirig System 

o. Hamande* 

2318 



IMF^MfrP™ OflURE STATEMENT ^^^^ 

CommL^onor for Petervts u nU{/P $frV) 

P,0. Box 1450 w 
AJWHn*iB,VA 2231 a-1 460 

Sir: 

• 

Pursuant to 37 CFR § 1 .58, to attention of t» Patent and Trademark Office is 
hereby directed to the references) listed on the attached fTf>144«, IMeaa othwwlae 

Indicated hersln. 0f» copy of each reference b attached. It i» reapecttiilly requested 

that the Information be axpnjBBly conrttored during the prosecution of this eppttaafion, 
and that the referenced bemadeof record therein end appear among the -References 
Cited* on any patent to Issue herefrom. The firing of rhi» Information Dladoaum 
Statement and <ne endoeed FT© Form Mo. ««, shall not t>» construed as en 
sdmlsstan that the WoroiaCon cited Is prior art, or to considered to bo material to 
patttrtabBUy as defined tn 37 OJFK § 1-«{b). It hi bolleyed that *> teas are dye. but 
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RECEIVED 

CBfTRAL MX CEKIBR 

DEC 1 0 2008 



g] 034/104 



EXHIBIT 20 TO CTDOWD DECLARATION 



The Btairp of the Patent Office hcrccm may bo 
the receipt, on the date stamped, of 

INVENTORS; Kaj J SATO, et al. 
SERIAL NO. ; 08/750,641 
FILED : JDecemberl995 



Enclosed: INFORMATION DISCLOSURE STATEMENT, FORM 
PTO-1449, SEVEN REF&, EP SEARCH REPORT 




WEC/is 



77792/23 



09/O9/O4 
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EXHIBIT 21 TO O'DOWD DECLARATION 




PATENT f 
Docket No. 77792/23 
1 1 Tiff \MTf n states PAT PH T ft f n raPFMAWK OFF1CB 
APPLICANTS KoJlSATO.Blal. 
SERIAL NO. ' 00760.641 

FILed : 1 'OocamUar 1985 

FOR . BCHEDW-E SETTING AND PROCESSING SYSTa4 

GROUP ART UNIT : 231ft RECEIVED 
EXAMINER ; O.Hmwmfc* SEP 1 J W» 

«^^ TORPATENTB GROUP 3800 

Alexandria. Vlrgbtte 22313-1450 

INFORMATION (HfiCLOSURfi STATEMENT 

SIR: 

Inconfairmonoavrth A*^^ 
and § 1.07<cXU <h» raftoancaa Mtod an tha attach form PTCM449 ace 
hereby brought to lha examiner's attention. 

.... - -- r: 

In compfiance «Kh 37 C.FJR. 5 t.W, i*pfe* of tha rtfwnws aw 
submitted hefawiev 

The refemnces vwre cited In the European Search Report of a retotad 
Europaan Parent Application, A oopy cf the Saanch Aapoit to artClOMd. 

The undarelgrwd Attorney hereby Htatea that often tam of Informrtton - 
contatnad fcn thfc tnfdmatton cHactoura statement vie lira* oftad b any 
TOmmunloatton rrgm a fcr*ign 'patent cfflca In a oountorpart fbwfcn 
sppftaatton not moni than mreo mnttia prtor to tha fWng rf tha Infermattoo 
dtadoaura atetamant 
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EXHIBIT 22 TO O'DOWD DECLARATION 



PATENT 
Docket No. 77792/23 



imiiiL UNITED STATES PATENT AND TRADEMARK QFPICR 

fovcmlors : Koji SATO, el nl 

Serial No. 08/730,641 

™«* it December 1996 

For SCHEDULE SETTING AND PROCESSING SYSTEM 
Group Ait 

Examiner 0. I-tauandax 

COMMISSIONER FOR PATENTS 
P. O. Bo* 1450 

Alexandria, Virginia 223 f 3-1450 



REQUEST FOR STATUS 



SIR: 



A request for continued prosecution with an Information Disclosure Statement 
was filed In this case on 15 March 2000. A preliminary amendment was faxed to the 
Examiner on 29 March 2000. A change of correspondence address was filed on 30 
October 2000, Thereafter, a copy of the entire file was eufamftted for reconstruction of 
the lost file on 23 March 2001. A status inquiry was filed on 8 September 2003. 
Information Disclosure Statements were ftfed on 1 8 November 2003 and 9 September 
2004, respectively. 

It is respectfully requested that the undersigned be informed when an Office 
Action or other communtcatfon from the Patent Office may be expected in this case. 

Respectfully submitted. 



KENYON & KENYON 



Dated: 15 September 2004 



1600 K Street. N<W,. Suite 700 
Washington, DC 20005 
Tel: (202)220-4200 
Fax: (202)220-4201 




William E. Curry 
(Reg. No. 43,572) 
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Bl 097/104 



The stamp of the yateot Office hereon maybe taken as acknowledging the receipt* 
on the date stamped, of 

Inventors) : Koji SATO, et al . 
Serial No-: 08/750,641 
Filed: 16 December 1996 



Enclosed: 

REQUEST FOR STATUS 




WEC/ts 77792/23 09/15/04 
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